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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

2. Claims 1, 14, 19-22, 25, 28, 33-35, 37, & 38 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Bobrick in view of Marshall (U.S. Patent 1625041). 

Bobrick discloses a design tool, system & method (see attachment) for use in 
association with design plans having hallways, doorways, stairways, rooms and other spaces 
of a known scale, for functional and space planning in the fields of architecture, interior 
design, and construction of residential and commercial structures (col. 1 lines 29-30 through 
col. 2 lines 1-9), comprising a two dimensional icon figure member (A) shaped as a human 
(B) seated in a wheelchair (C) with at least two wheels (D) supporting the chair of the icon 
figure member, the member having a base (E) engagable with the design plans (see 
attachment); the icon figure member attached to said base, said base equal to or greater than 
the diameter of the icon figure member (see attachment), and scaled (F) to indicate a turning 
radius to imitate & indicate the turning radius of a wheelchair support device (Figure 2) along 
the hallways, doorways, stairways, rooms and other spaces of the design plan to visually 
illustrate the feasibility of movement along the noted paths in light of the size and turning 
radius of the represented person. 

Bobrick does not disclose the icon figure member is a three-dimensional figure. 

Marshall discloses a device including a chart device & means which utilize three 
dimensional figures including various types of persons (30-32, 36) (Figures 3, 6, & 1 1 ) (page 



Application/Control Number: 09/881 ,856 Page 3 

Art Unit: 2859 

2 lines 67-69). These figures are scaled to represent the proportionate relationship between 
objects (i.e. people, cars, etc.) within the chart device. Therefore, it would have been obvious 
to one with ordinary skill in the art at the time of the invention was made to shape the icon 
figure member figure shaped as a wheelchair or a human seated in a wheelchair disclosed by 
Bobrick into a three dimensional figure as taught by the various three dimensional persons 
disclosed by Marshall in order that the height of fixtures in the design plan are properly 
considered, the need for which is demonstrated in Figure 1 of Bobrick and since Marshall 
already suggests using 3D figures to convey information to a user. 

3. Claims 3-6, 8, 9, 11-13, 15, 16, 18, 22, 26, 31, 32, & 36 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Bobrick & Marshall as applied to claims 1, 14, 19- 
22, 25, 28, 31-35, 37, & 38 above and further in view of Stansbury (U.S. Patent 4276695). 

With reference to claims 3, 8, 9, 1 1, 15, 16, 26, 31, & 32, Bobrick & Marshall disclose 
all of the instant claimed invention as stated above in the rejection of claims 1,14, 19-22, 25, 
28, 33-35, 37, & 38 but do not disclose a wand member with a first and second end extending 
from the icon figure member at any angle relative to the perpendicular, from an opening in the 
icon figure member wherein a first end of the wand member is maintained within the opening 
by frictional contact or a snap lock combination. 

Stansbury discloses a roller measure device (30) with an opening (101) with a 
wand/handle member (44) wherein the wand/handle member is held within the opening by 
frictional contact in order to push the device around easily (col. 6 lines 48-50) (Figure 5). 
Therefore, it would have been obvious to one with ordinary skill in the art at the time of the 
invention was made to add the opening and wand/handle member disclosed by Stansbury to 
the icon figure member disclosed by Bobrick & Marshall in order to pick up, place, and move 
the icon figure member around the plans more easily. 
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With reference to claims 11 & 18, Bobrick & Marshall do not disclose first and second 
ridges along the opening and wand/handle member respectively to provide a snap lock 
combination. 

Stansbury also discloses other types of connection means including snap lock 
combinations between two ridges (172, 173) on two pieces (52) of the wand/handle member 
(Figure 5). 

Stansbury discloses other types of connection means including a connection means 
between two ridges (172, 173) on two pieces (52) of the wand/handle member that form a 
snap lock combination when placed together (Figure 9). Therefore, it would have been 
obvious to one with ordinary skill in the art at the time of the invention was made to add the 
ridge member disclosed by Stansbury to the opening and end of the wand/handle member 
disclosed by Bobrick & Marshall in order to have a snap lock combination, in order that the 
handle is securely connected to the design tool and since a snap lock combination is an 
common alternative means of connection. 

4. Claims 10 & 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bobrick, Marshall, & Stansbury as applied to claims 3-6, 8, 9, 11-13, 15, 16, 18, 22, 26, 31, 
32, & 36 above, and further in view of Riehle (U.S. Patent 4250642). 

Bobrick, Marshall, & Stansbury disclose all of the instant claimed invention as 
stated above in the rejection of claims 3-6, 8, 9, 11-13, 15, 16, 18, 22, 26, 31, 32 & 36 but do 
not disclose a metal plate located in the opening, and a magnet in the end of the 
wand/handle member, thereby providing a plate-magnet combination. 

Riehle discloses a planning aid and that metal plates and magnetic planning elements 
connecting to said plates are common in the art (col. 1 lines 30-34). Therefore, it would have 
been obvious to one with ordinary skill in the art at the time of the invention was made to add 
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the metal plate and magnet disclosed by Riehle to the design tool disclosed by Bobrick, 
Marshall, & Stansbury in order to provide a strong, but easily releasable connection means, 
and since a magnet and metal plate combination is an common alternative means of 
connection. 

Response to Arguments 

5. In response to Applicant's arguments that Bobrick is distinguishable since the template 
is static in nature and therefore generates "visual noise" and is cumbersome when moved: 
these arguments have been fully considered but they are not persuasive since there are no 
restrictions in Bobrick to preclude the movement of the template among design plans. 
Furthermore, applicant acknowledges that the template could be moved, albeit in a 
cumbersome way and with "visual noise" (page 1 1 of amendment filed 1/30/2004). 

6. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., handles, 
cutouts, & shaped edges) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). At best, 
applicant only claims a wand; however, this 

feature is dealt with in the combination stated in paragraph 3. 

7. In response to applicant's arguments against the references individually (i.e. the 
arguments detailing Marshall alone as stated in pages 12 — 14 of the amendment filed 
1/30/2004), one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 
In this case, the claims are rejected over the combination of Bobrick and Marshall. 
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Furthermore, Marshall is only used to show that it is very well known in the art to use 3D 
figures when trying to convey information to a user. 

8. In response to applicant's argument that the examiner fails to provide any teaching or 
suggestion to combine the references of Bobrick and Marshall (i.e. a design template with a 
incident recreation device), this is not persuasive since the examiner recognizes that obvious- 
ness can only be established by combining or modifying the teachings of the prior art to pro- 
duce the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art. See In re Fine, 837 R2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and 
In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, both Bobrick and 
Marshal teach the use of iconic figures in scale models and this combination is clearly stated 
in paragraph 2 of the office action. That the Marshall icons are used primarily for incident 
recreation does not preclude the reference from teaching the use of three dimensional figures 
to convey information to a user. The suggestion that representational icon figures may be 
shaped in three dimensions, as disclosed by Marshall, is what is being used to modify the 
icons in the design plans, already entailing the features of functional and space planning (i.e. 
hallways, doors, etc.) to accurate scale, including a turning radius to imitate the turning radius 
of a support device by using a figure shaped as a human seated in a wheelchair, as 
disclosed by Bobrick, and therefore the combination is proper. Furthermore, Bobrick also 
denotes the recognition of the utility of a third dimension in icon figures illustrated in Figure 1 , 
wherein height, besides turning radius, is considered. 

9. In response to applicant's arguments that Bobrick is not designed to "visually illustrate 
the feasibility of movement along the noted paths in light of the size and turning radius of the 
represented person."; this argument is not persuasive because nothing in Bobrick precludes 
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movement along the noted paths in light of the size and turning radius of the represented 
person and as applicant has acknowledged, it can be moved if so desired, albeit in a 
cumbersome fashion. 

10. The declaration of Susan Duncan under 37 CFR 1 .132 filed 4/21/2004 is insufficient to 
overcome the rejection of claims 1, 3-6, 8-22, 25, 26, and 28-38 based upon Bobrick, 
Marshall, Stansbury & Reihle as set forth in the last Office action because this declaration 
was not persuasive since the declaration states that: 

• in paragraph 4, the declaration states that Bobrick actually discloses wheelchair 
maneuverability & planning, which supports the examiner's position, although in a 2D 
context; 

• in paragraph 5, the declaration states that static representations cannot be used to 
show actual maneuverability, however no reasons are used to support this position 
since although moving the "static representations" may be cumbersome, they are 
capable of doing so; 

• no proper evidence has been provided showing the longfelt need as stated in 
paragraph 8 of the declaration/ MPEP 716.04 gives some guidelines as to what 

types of evidence should be provided to show longfelt need. 

• no proper evidence has been provided showing commercial success as stated in 
paragraph 9 of the declaration. MPEP 716.03 gives some guidelines as to what types 
of evidence should be provided to show commercial success. 

11. The further declarations under 37 CFR 1.132 filed 4/21/2004 are insufficient to 
overcome the rejection of claims 1, 3-6, 8-22, 25, 26, and 28-38 based upon Bobrick, 
Marshall, Stansbury, & Reihle as set forth in the last Office action because: 
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• They include(s) statements which amount to an affirmation that the claimed subject 
matter functions as it was intended to function. This is not relevant to the issue of 
nonobviousness of the claimed subject matter and provides no objective evidence 
thereof. See MPEP § 716. 

• They refer(s) only to the system described in the above referenced application and not 
to the individual claims of the application. Thus, there is no showing that the objective 
evidence of nonobviousness is commensurate in scope with the claims. See MPEP 
§716. 

• They state that the claimed subject matter solved a problem that was long standing in 
the art. However, there is no showing that others of ordinary skill in the art were 
working on the problem and if so, for how long. In addition, there is no evidence that if 
persons skilled in the art who were presumably working on the problem knew of the 
teachings of the above cited references, they would still be unable to solve the 
problem. See MPEP § 716.04. 

• The reasons stated above in paragraph 10, (i.e. the existence of templates capable of 
demonstrating wheelchair maneuverability and planning; no evidence is presented 
detailing that the static representations cannot be moved, despite being cumbersome 
to do so). 

1 2. The declaration of Laurie Ringaert under 37 CFR 1 . 1 32 filed 4/21 /2004 has not been 
considered because this declaration has no signature. 

1 3. In response to applicant's argument that there is no suggestion to combine the 
references of Bobrick & Marshall and Stansbury (i.e. a three dimensional architectural design 
aide and a handle of a mechanical roller) with respect to claims 3, 8, 9, 11, 15, 16, 26, 31, & 
32, the examiner recognizes that obviousness can only be established by combining or 
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modifying the teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 
F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 
(Fed. Cir. 1992). In this case, the motivation for adding a handle/wand to Bobrick & Marshall 
to move the icon figures is stated in paragraph 3 above. 

14. In response to Applicant's arguments with respect to claims 1 1 & 18 that Stansbury 
does not disclose using sonic welding or a snap lock combination to secure the handle to the 
roller measure device, these arguments have been fully considered but they are not 
persuasive since Stansbury does teach the use of sonic welding & snap lock combinations to 
secure two structures together, and therefore, this teaching may be used as an alternate 
means of joining any other two connectable parts together such as the handle disclosed by 
Stansbury to the icon figure taught by Bobrick & Marshall. 

15. In response to applicant's argument with respect to claims 10 & 17, that Bobrick, 
Marshall, Stansbury & Riehle are nonanalogous art, it has been held that a prior art reference 
must either be in the field of applicant's endeavor or, if not, then be reasonably pertinent to 
the particular problem with which the applicant was concerned, in order to be relied upon as a 
basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 
1443 (Fed. Cir. 1992). In this case, Bobrick, Marshall & Riehle are all in the field of icon 
figure representation, while Marshall, Stansbury & Reihle are pertinent to the problem of 
movement of small devices and connection of one part to another within a device. 

Conclusion 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Travis M Reis whose telephone number is (571 ) 272-2249. 
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The examiner can normally be reached on 8-5 M--F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego Gutierrez can be reached on (571 ) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306 for all 
communications. 

Travis M Reis — D iego Gut ierrez— 
Examiner - Suporv i cory Pat e nt Exam i ner-' 

Art Unit 2859 1 echno l ogy C ent e r 280 0 

tmr 

September 14, 2004 




gT§radley eJennett 
primary examiner 



